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DETAILED ACTION 

Response to Amendment 

1 . The 35 U.S.C. 1 02(b) rejection of claims 1 5-22, 29, 30, 47-49, 56-64, 66 and 67 
over United States Patent Number (USPN) 6,387,986 B1 to Moradi-Araghi, hereinafter 
'Moradi-Araghi' is maintained for the reasons previously made of record in items 5 and 
18 on page 2 and 6, respectively, of the Office Action of June 30, 2006, hereinafter 'OA'. 

2. The 35 U.S.C. 103(a) component of the rejection over Moradi-Araghi previously 
made of record in items 5 and 19 on pages 2 and 9, respectively, of OA has been 
withdrawn in view of the arguments in the response filed September 29, 2006, 
hereinafter 'Response'. 

3. The 35 U.S.C. 103(a) rejection of claims 15, 23, 47, 50 and 65 as unpatentable 
over Moradi-Araghi is maintained for the reasons previously made of record in items 7 
and 21 on pages 2 and 10, respectively, of OA. 

4. The 35 U.S.C. 103(a) rejection of claims 28 and 55 as unpatentable over Moradi- 
Araghi in view of either USPN 5,728,652 to Dobson et al. (hereinafter 'Dobson'); USPN 
5,191 ,931 to Himes et al (hereinafter 'Himes '); or USPN 4,531 ,594 to Cowan 
(hereinafter 'Cowan') is maintained for the reasons previously made of record in item 1 5 
on page 4 of OA. 
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Listing of Claims 

5. The listing of claims submitted with the amendment filed June 30, 2006 complies 
with 37 CFR 1.121. The listing of claims indicates the status of claims 68 as withdrawn 
and 69-81 as cancelled. 

Election/Restrictions 

6. Applicants election to prosecute the claims in Group I of the restriction and the 
election of poly(orthoesters) as the species for the degradable material were made 
without traverse and was so indicated in the Office Action of December 13, 2006. The 
requirement is deemed proper and had been made FINAL in item 12 of A. 

7. Accordingly, claims 15-31 and 47-68 are pending in this application and claims 
24-27, 31, 51-54 and 68 have been withdrawn. 

Response to Arguments 

The 35 U.S.C. 102/103 Rejection over MoradhAraghi (item 5 on page 2 of OA) 

8. Examiner notes that Applicant has presented separate arguments for the 1 02 
and 103 components of the 35 U.S.C. 102/103 rejection over Moradi-Araghi. Thus, the 
following response to Applicant's arguments is presented in the same manner, i.e., 
separately for the 102 or 103 components of this rejection. 
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a. The 102 Rejection 
9. Applicant's arguments filed February 17, 2006 regarding the 35 U.S.C. 102 
rejection of claims 15-22, 29, 30, 47-49, 56-64 and 66-67 as anticipated by United 
States Patent Number (USPN) 6,387,986 B1 to Moradi-Araghi et al. (item 1 1 on page 
10 of OA) have been fully considered but they are found not persuasive. 

Examiner notes that the 103 component of this 35 U.S.C. 102/103 rejection has 
been withdrawn but that claims 15, 23, 47, 50 and 65 remain rejected under 35 U.S.C 
103 over Moradi-Araghi as discussed below. 

Applicant's arguments concerning Moradi-Araghi not disclosing "a bridging agent 
comprising a degradable material" are incorrect. As discussed previously in item 18 of 
OA, Moradi-Araghi discloses a drilling fluid comprising a mixture of calcium carbonate 
and a degradable polymer. As stated previously on page 7 of OA: 

"Moradi discloses a gel-forming composition comprising a material encapsulated with a 
degradable first polymer ... and a weighting agent such as calcium carbonate ... which can also 
act as a bridging agent ... (see column 3, line 66 to column 4, line 27) ... [wherein] the 
degradable first polymer may be a polyorthoester (see column 3, lines 12-16) ... [that] can be 
used during drilling .... The capsules of the first polymer may be fairly small (see Example 1 and 
column 4) so [it] can act as a bridging agent. [Emphasis added] 

Moradi-Araghi is thereby disclosing a gel-forming composition for drilling comprising, 
inter alia, calcium carbonate (a conventional bridging agent additive used to form a 
"bridge" along pores or fractures as shown previously in item 18 of OA) and a 
degradable polyorthoester polymer. 
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Applicants in the instant specification disclose that in preferred embodiments the 
bridging agent is a blend of bridging agent/degradable materials, such as a mixture of 
calcium carbonate and poly(lactic)acid (paragraph [0032]), and that the degradable 
material can be of any preferred size and shape, such as shavings, flakes, strips, 
spheroids, pellets and tablets (paragraph [0035]). Therefore, the drilling fluid disclosed 
in the instant specification encompasses a composition containing calcium carbonate as 
a bridging agent and a degradable polymer as an encapsulant. 

Moreover, independent claims 15 and 47 recite the drilling fluid comprising the 
bridging agent comprising a degradable material. Therefore, in view of the specification 
(particularly, paragraph [0032]), a composition comprising calcium carbonate and 
degradable material would anticipate the bridging agent limitation because the 
composition would contain a mixture of calcium carbonate and degradable material. 

In addition, in Example 1 (the sole sample of the composition provided in the 
instant specification) the disclosed composition contains aqueous sodium chloride, a 
liquid xanthan biopolymer, a starch derivative, powdered polylactic acid and calcium 
carbonate. Because the powdered polylactic acid is the degradable polymer 
component, whereas calcium carbonate must be the bridging agent, the phrase 
"bridging agent comprising a degradable material", used throughout the specification 
and claims, must encompass the situation wherein the bridging material and the 
degradable polymer are simply mixed together in the composition. 

Applicant's arguments regarding the polylactic acid of the composition in 
Example 1 being both the degradable material and the bridging agent (and not calcium 
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carbonate present in the composition) is confusing and misguided. The composition of 
Example 1 comprises a mixture of calcium carbonate (a well-known bridging agent) and 
a polylactic acid (an example of a degradable polymer, see instant claim 22), which is in 
accordance with the preferred embodiment for the bridging agent disclosed in 
paragraph [0032] of the specification. It is extremely unclear as to whether Applicant is 
arguing that a mixture of calcium carbonate and polylactic acid (or polyorthoester as in 
Moradi-Araghi) is not a "bridging agent comprising a degradable material" (which would 
contradict the previously cited section of the specification, paragraph [0032]); and/or 
whether Applicant is arguing that the bridging agent and the degradable material must 
be the same. If the latter, the recitation in claims 15 and 47 should instead recite, e.g., 
"wherein said bridging agent is polylactic acid, etc." 

Consequently, Moradi-Araghi's gel-forming drilling composition comprising, inter 
alia, a degradable polyorthoester polymer and bridging material (calcium carbonate) 
anticipates the instant claims. 

b. The 103 Rejection 

10. Applicant's arguments regarding the 35 U.S.C. 103 component of this 35 U.S.C. 
102/103 rejection of claims 15-22, 29-30, 47-49, 56-64 and 66-67 as obvious over 
Moradi-Araghi (item 5 on page 2 of OA) have been fully considered and they are found 
persuasive. Thus, this component of the instant rejection has been withdrawn. 

11. Therefore, the 35 U.S.C. 102 rejection of 15-22, 29, 30, 47-49, 56-64 and 66-67 
over Moradi-Araghi is maintained for the reason stated above. 
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The 103 Rejection over Moradi-Araghi (item 7 on page 2 of OA) 
12. Applicant's arguments regarding the 35 U.S.C. 103 rejection of claims 15, 23, 47, 
50 and 65 as unpatentable over Moradi-Araghi have been fully considered but they are 
not persuasive. 

Examiner's previous discussion in paragraph #11 of Applicant's arguments 
concerning Moradi-Araghi apply equally to the instant rejection and are incorporated 
herein. 

Applicant's arguments regarding the lack of rationale for the "modification" of 
Moradi-Araghi to include a plasticizer or fluid loss agent are inaccurate. As stated 
previously in item 7 of OA, Moradi-Araghi is drawn to drilling fluid compositions, as are 
the instant claims. It is common in the art to add (modify) a drilling fluid by adding a 
plasticizer or fluid loss reducing agent to provide a more efficient method of drilling. 

Regarding the "structural differences" between Moradi-Araghi and the drilling 
fluid encompassed by the instant claims, a recitation of an intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed composition (and its process of 
use) from the prior art. If the prior art structure is capable of performing the intended 
use, then it meets the claim. Because Moradi-Araghi and the instant claims contain the 
same blend of bridging agent and degradable material, then said blend in both Moradi- 
Araghi and the instant claims must function in the same manner in their respective 
drilling fluids. 
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Thus, this 103 rejection over Moradi-Araghi is maintained. 

The 103 Rejection over Moradi-Araghi in view ofDobson, Himes or Cowan (item 15 on 
owe 4) 

13. Applicant's arguments regarding the 35 U.S.C. 103 rejection of claims 28 and 55 
as unpatentable over Moradi-Araghi in view of Dobson, Himes or Cowan have been 
fully considered but they are not persuasive. 

Moradi-Araghi was discussed above in paragraph #12 and all the arguments 
therein are incorporated herein. 

Applicant's statement that "if the degradable polymer is optimized to act as a 
bridging agent ... with the particle sizes in the range recited in claims 28 and 55, it will 
not be permitted to degrade to release an encapsulated crosslinking agent into the fluid 
while in the subterranean formation" is extremely vague and confusing. Furthermore, 
the claims recite the degradable material having the particle size distribution in the fluid. 
A degradable material will, of course, degrade in solution upon release from its 
encapsulation. Thus, one skilled in the art would have been motivated by the teachings 
of Dobson, Himes or Cowan to optimize the particle size of any drilling fluid component, 
including the encapsulated degradable material in Moradi-Araghi, to have a preferred, 
resultant particle size in the fluid that will provide, e.g. enhanced fluid loss prevention. 

Thus, the instant claims are unpatentable over Moradi-Araghi and either Dobson, 
Himes or Cowan. 
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Conclusion 

14. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John J. Figueroa whose telephone number is (571) 272- 
8916. The examiner can normally be reached on Mon-Thurs & alt. Fri 8:00-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000; 
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